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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name YOOX NET-A-PORTER GROUP S.P.A.

Granted to Date
of previous ex-
tension

10/16/2016

Address VIA MORIMONDO, 17
MILANO, 20143
ITALY

Attorney informa-
tion

Maria A. Savio
Gottlieb, Rackman & Reisman, P.C.
270 Madison Ave, 8th Floor
New York, NY 10016
UNITED STATES
efiling@grr.com

Applicant Information

Application No 86622804 Publication date 04/19/2016

Opposition Filing
Date

10/17/2016 Opposition Peri-
od Ends

10/16/2016

Applicant Joox ImpressÃ´es e ComunicaÃ§Ã£o LTDA
R COMENDADOR ARAUJO, 510, SALA: 1704
Curitiba, Parana, 80.420-00
BRAZIL

Goods/Services Affected by Opposition

Class 009. First Use: 2015/02/12 First Use In Commerce: 2015/02/12
All goods and services in the class are opposed, namely: Downloadable mobile applications for e-
commerce, namely, applications for uploading, viewing, purchasing and tracking orders of custom
printed products; downloadable mobile applications for social networking

Class 038. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Message sending, receiving and forward-
ing; Providing on-line chat rooms for social networking

Class 042. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Design, development, and implementa-
tionof software for e-commerce and social networking

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

http://estta.uspto.gov


Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2833929 Application Date 02/14/2003

Registration Date 04/20/2004 Foreign Priority
Date

NONE

Word Mark YOOX

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2002/07/26 First Use In Commerce: 2002/07/26
COMPUTERIZED ON-LINE RETAIL STORE SERVICES IN THE FIELDS OF
CLOTHING, SUITCASES, SHOPPING BAGS, WALLETS, PURSES, MONEY
PURSES, HANDBAGS, TRAVEL BAGS, BRIEFCASES, SHOULDER BAGS,
ALL PURPOSE ATHLETIC BAGS, POCHETTES, CLUTCH BAGS, BACK-
PACKS, KNAPSACKS, SCHOOL BAGS, RUCKSACKS, HAVERSACKS,
SATCHELS, BRIEFCASE-TYPE PORTFOLIOS, MONEY TRAYS ONTO
WHICH LOOSE COINS ARE PLACED, BELTS, COSMETIC CASES SOLD
EMPTY AND KEY CASES

U.S. Registration
No.

3332510 Application Date 04/24/2006

Registration Date 11/06/2007 Foreign Priority
Date

NONE

Word Mark YOOX

Design Mark

Description of NONE



Mark

Goods/Services Class 035. First use: First Use: 2002/12/31 First Use In Commerce: 2002/12/31
Computerized on-line retail store services in the fields of photography, [ cinema-
tography, ] precious metals and their alloys goods of precious metals or coated
therewith, lamps, precious stones, horological and chronometric instruments,
paper, cardboard and goods made of these materials, whips, leashes, bags for
carrying animals, handbags, textile bags, shoulder bags, marsupium bags,
pochettes, shopping bags, backpacks, working bags, travel bags, beauty cases,
furniture forthe house and for the garden, mirrors, picture frames, chairs, tables,
household or kitchen utensils and containers, glassware, goods made of porcel-
ain, games and playthings, gymnastic and sporting articles

U.S. Registration
No.

4364284 Application Date 11/08/2012

Registration Date 07/09/2013 Foreign Priority
Date

NONE

Word Mark YOOX

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 0 First Use In Commerce: 0
Cosmetics, perfumes and perfumery articles, namely, eau de perfume, co-
lognes, toilet water, perfumed creams, perfumed powders, perfumed soaps
Class 009. First use: First Use: 0 First Use In Commerce: 0
Eyewear, namely, glasses and sunglasses; audio and video compact discs fea-
turing books, computer games, movies, music, photos; computer software for
the creation of web-sites, for on-line sales, for web-site management and related
softwarefor logistic management; prerecorded magnetic data carriers featuring
books, computer games, movies, music, photos; blank magnetic data carriers;
audio recording discs featuring books, music, performances and operas
Class 014. First use: First Use: 0 First Use In Commerce: 0
Imitation jewelry, watches, jewelry

U.S. Registration
No.

4669586 Application Date 07/18/2013

Registration Date 01/13/2015 Foreign Priority
Date

NONE

Word Mark YOOX



Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use: First Use: 0 First Use In Commerce: 0
All-purpose athletic bags; All-purpose carrying bags; Animal carriers; Animal
leashes; Attache cases; Backpacks; Beach bags; Briefcase-type portfolios;
Briefcases; Carryalls; Change purses; Clutch bags; Coin purses; Collars for an-
imals; Cosmetic cases sold empty; Credit card cases and holders; Drawstring
bags; Handbags; Haversacks; Key-cases; Knapsacks; Leather leashes; Lug-
gage; Luggage tags; Pochettes; Purses; Reusable shopping bags; Rucksacks;
Satchels; School bags; Shoulder bags; Suitcases; Toiletry cases sold empty;
Travel bags; Umbrellas; Valises; Wallets; Wheeled bags; Wine carrying cases
Class 025. First use: First Use: 0 First Use In Commerce: 0
Athletic shorts; Bandanas; Bathing trunks; Bathrobes; Beach cover-ups; Belts;
Bermuda shorts; Bikinis; Blazers; Blouses; Boas; Boxer shorts; Caftans; Capes;
Cloaks; Coats; Dresses; Dressing gowns; Footwear; Foulards; Gloves; Head-
wear; Jackets; Jumpers; Leg warmers; Leotards; Lingerie; Mantles; Muffs; Night
gowns; Nightgowns; Overalls; Overcoats; Pajamas; Pantyhose; Pareos; Petti-
coats; Ponchos; Pullovers; Sarongs; Scarves; Shawls and stoles; Shirts; Shorts;
Shrugs; Singlets; Skirts; Slips; Sock suspenders; Socks; Suits; Suspenders;
Sweaters; Sweatshirts;Sweatsuits; Swim suits; T-shirts; Tailleurs; Tank tops;
Ties; Tights; Tops; Trousers; Underpants; Underwear; Vests; Waistcoats; Wraps

U.S. Registration
No.

3872977 Application Date 07/21/2009

Registration Date 11/09/2010 Foreign Priority
Date

04/07/2009

Word Mark YOOXYGEN

Design Mark

Description of
Mark

NONE

Goods/Services Class 018. First use: First Use: 0 First Use In Commerce: 0
Leather and imitations of leather and goods made of these materials, namely,
luggage, luggage tags, suitcases, travel bags, wheeled bags, carryalls, all pur-
pose carrying bags, all purpose athletic bags, shopping bags, beach bags, wal-
lets, purses, money purses, change purses, credit card cases and holders,
briefcases, briefcase-type portfolios, attachÃ© cases, handbags, shoulder bags,
pochettes, clutch bags, drawstring bags, backpacks, knapsacks, school bags,
rucksacks, haversacks, satchels, cosmetic and toiletry cases sold empty, key
cases; animal skins,hides; trunks and traveling bags; umbrellas, parasols and
walking sticks; whips, harnesses and saddlery, saddle horn bags, animal carri-
ers, animal leashes, collars for animals



Class 025. First use: First Use: 0 First Use In Commerce: 0
Clothing, namely, suits, singlets, dressing gowns, sweaters, jumpers, waist-
coats, bathing trunks, swim suits, bikinis, beach cover-ups, underpants, blouses,
trousers, overalls, dresses, ponchos, leotards, tights, socks, sock suspenders,
leg warmers, shawls, stoles, sarongs, caftans, shrugs, wraps, tops, lingerie, un-
derwear, tank tops, t-shirts, nightgowns, pajamas, bathrobes, pantyhose, boxer
shorts, shirts, skirts, vests, shorts, pareos, bermuda shorts, sweat suits, sweat-
shirts, tailleurs, pullovers, coats, overcoats, jackets, blazers, mantles,
cloaks,petticoats, slips, capes, boas, ties, foulards, scarves, bandanas, gloves,
muffs, suspenders, belts; boots, shoes, slippers; headwear
Class 035. First use: First Use: 0 First Use In Commerce: 0
Advertising services, business administration and management services; busi-
nessmanagement, namely, online business management services for third
parties in the clothing industry, personal care and home care products indus-
tries, machinery and tool industries, electronics and scientific apparatus indus-
tries, home appliances industry, automotive, vehicular and bicycle industries,
publishing and paper goods industries, jewelry and chronological instruments in-
dustries, luggage and leather goods industries, pet products and animal care in-
dustries, furniture industry, household goods industry, textile industry, toy and
sporting goods industries, and food and beverage industries; the bringing to-
gether, for the benefit of others, of a variety of goods in brick and mortar stores
and on-line, enabling customers to conveniently view and purchase those goods
in the fields of clothing, footwear and headwear, beauty andpersonal care
products, gifts and fancygoods, textiles and textile goods, photography, cinema-
tography, entertainment, publications, electronics, jewelry and precious stones,
clocks and watches, lighting, paper and cardboard goods, animal accessories,
saddlery, leather goods, luggage and travel accessories, furniture,household
goods and accessories, games and playthings, gymnastic, sporting and athletic
equipment, bicycles and holidaydecorations

U.S. Registration
No.

3899407 Application Date 10/13/2009

Registration Date 01/04/2011 Foreign Priority
Date

07/03/2009

Word Mark YOOXER

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 0 First Use In Commerce: 0
Paper, cardboard and goods made from these materials, not included in other
classes, namely, address books and diaries,adhesive note pads, appointment
books, blank journals, blank paper notebooks, bond paper, calendars, daily
planners, date books, day planners, desktop planners, envelopes, log books,
memo pads, notebooks, note paper, photograph albums, telephone number
books, writing pads, writing paper; bookbinding materials; photographs; station-
ery, markers, pencils, pens, erasers, stationery cases, writing instruments; ad-
hesives for stationery or household purpose; artists' materials, namely, brushes,
pastels, pencils and pens;paint brushes
Class 035. First use: First Use: 0 First Use In Commerce: 0
Advertising and advertisement services

U.S. Registration 4024659 Application Date 08/12/2010



No.

Registration Date 09/13/2011 Foreign Priority
Date

NONE

Word Mark MYOOX

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 0 First Use In Commerce: 0
Advertising, business management; business administration, providing office
functions, computerized business managementassistance for third parties for
on-line sale, particularly in the clothing industry; the bringing together, for the be-
nefit of others, of a variety of goods, namely clothing, footwear and headwear,
beauty and personal care products, giftsand fancy goods, textiles and textile
goods, photographic apparatus, cinematography, entertainment, publications,
electronics, jewelry and precious stones, clocks and watches, lighting apparatus,
home appliances, paper and cardboard goods,animal accessories, pet products,
saddlery, leather goods, toys, luggage and travel accessories, furniture, house-
hold goods and accessories, games and playthings, gymnastic equipment,
sporting and athletic equipment, bicycles and holiday decorations, enabling cus-
tomers to conveniently view and purchase those goods; presentation of goods
on communication media for retail purposes; the above-mentioned services also
provided on-line
Class 042. First use: First Use: 0 First Use In Commerce: 0
Scientific and technological services and research and design relating
thereto,namely, application service provider (ASP) featuring software to enable
uploading, posting, showing, displaying, sharing or otherwise providing electron-
ic media or information over the Internet or other communications network; sci-
entific and technological services, namely, computer services in the nature of
customizedweb pages featuring user-defined information, personal profiles and
information; design and development of computer hardware and software

U.S. Registration
No.

4911160 Application Date 06/24/2014

Registration Date 03/08/2016 Foreign Priority
Date

04/16/2014

Word Mark YOOXRESEARCH

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 0 First Use In Commerce: 0
Advertising; business management; business administration; office functions;
business consulting services; business administration for management of whole-
sale and retail outlets; advertising and marketing services; public relations ser-
vices; brand creation services and brand management services; brand strategy
consulting; business monitoring and consulting service; business management
assistance,business organization consultancy; professional business con-
sultancy; provisionof commercial and business contact information; computer-
ized file management; providing business information via a web site; business



information; business investigations; business research; businessappraisals;
business efficiency expert services; commercial information and advice for con-
sumers in the form of a consumer advice shop; business marketing; marketing
studies; marketing research; market research, market analysis providing inform-
ation on commodity sales; web site traffic optimization; search engine optimiza-
tion; economic forecasting; compilation of information into computer databases;
systemization of information into computer databases; data processing services,
namely, data entry for others; computer data file management; price comparison
services; advisory services for business management; import and export
agency; sales promotions for others; procurement services for others, namely,
purchasing office furniture and office supplies and other enterprises; personnel
management consultancy; relocation of commercial enterprises; administrative
processingof purchase orders; accounting; tax preparation; invoicing; rental of
vending machines; sponsorship search; advisory services relating to e-
commerce, namely, operating on-line marketplaces for sellers and buyers of
goods and/or services; presentation of goods on communication media, for retail
purposes, namely, on-line retail store services featuring clothing, headgear,
bags, shoes, watches, sunglasses, clothing's accessories, art, interior designs,
article for pets, jewelry; administrative processing of purchase orders; customer
relationship management; inventory control; tracking sales for business man-
agement purposes; commercialmediation of trade business for third parties; ne-
gotiation and conclusion of commercial transactions for third
parties;administrative processing of purchase orders for others; website optimiz-
ation services
Class 042. First use: First Use: 0 First Use In Commerce: 0
Scientific and technological services, namely, research and design in the fieldof
computer networking hardware and software; industrial analysis and research in
the field of computers; information technology consultation; computer-aided
design and development services; design and development of computer hard-
ware and software updating of computer software; providing temporary use of
on-line non-downloadable electronic computer programsin the field of office
management and data processing; programming of software for e-commerce
platforms; maintenance ofcomputer software; computer system analysis; elec-
tronic data storage; computer software consultancy; website design services,
website hosting services and website design consultancy; building and maintain-
ing websites; design and graphic arts designing for the creation of web sites;
consultancy relating to the creationand design of web sites for e-commerce;web
site usability testing services; conversion of data or documents from physical to
electronic media; digitization ofdocuments; creating and maintaining websites for
others; duplication of computer programs; computer software design; providing
information on computer technology and programming via a web site; providing
search engines for the Internet; installation of computer software; monitoring of
computer systems by remote access to ensure proper functioning; hosting the
web sites of others on a computer server for a global computer network; hosting
a server on a global computer network for the purpose of facilitating e-
commerce via such a server; computer system design; computer software advis-
ory services; software development services; computer programming; research
and development of new products for others; information technology con-
sultancy; software as aservice featuring software for use in database manage-
ment; quality control; land surveying; cosmetics research; biological research;
weather forecasting; textile testing; packaging design; architectural services;
dress designing; authenticating works of art; graphic art designing; cloud seed-
ing; handwriting analysis; weighing of freight for others; rental of computers;
server hosting
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /David D. Rodrigues/

Name David D. Rodrigues

Date 10/17/2016
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The world’s leading online luxury fashion retailer

NET REVENUES

IN 2015
MONTHLY UNIQUE
VISITORS IN 2015

ORDERS IN 2015

ACTIVE CUSTOMERS
IN 2015

€1.7 bn 27.1 m 7.1 m

2.5 m*

*An Active Customer is defined as a customer who has placed at least one order in the 12 preceding months 

AT A GLANCE

BUSINESS LINES

GLOBAL OUTREACH WITH 
LOCAL EXPERTISE

11 CUSTOMER CARE CENTRES

covering all time zones

OVER 180 COUNTRIES SERVED

BUTLER SERVICE

and authenticity RFid seal

8 DIGITAL PRODUCTION FACILITIES

US, UK, Italy, China, Hong Kong, Japan

8 DISTRIBUTION CENTRES

US, UK, Italy, Hong Kong, Japan 
(3 of which are automated)

SAME AND NEXT-DAY DELIVERY

25 countries served

5,200 DROP-OFF POINTS

in Spain and France for 
delivery and returns

10 CURRENCIES11 OPERATIONAL

LANGUAGES

Data referred to Fy2015

IN-SEASON POWERED BY YNAPOFF-SEASON

ORDER 
FREQUENCY

1/4s

AVERAGE ORDER VALUE

IN 2015

€352

PEOPLE

8 LOCAL OFFICES

Italy, UK, USA, China, Hong Kong, Japan

49.925 TRAINING 
HOURS DELIVERED

MORE THAN 3900 EMPLOYEES

60% ARE WOMENAVERAGE AGE OF 3380 NATIONALITIES

 DEDICATED COURIERS

in selected markets to

fulfill specific local needs

NOMINATED DAY DELIVERY 4.4 MILLION PICTURES 
SHOT IN 2015

in Japan and UK
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